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REMARKS 

Claims 15-20 and 22-29 are pending. The applicant draws to the Examiner's attention 
i that claim 21 was canceled by the applicant in the preliminary amendment filed on May 16, 
; 2001. Claims 15-20 and 22 are rejected under 35 U.S.C. §101 for being directed to non-statutory 
subject matter. Claims 15-20 and 22-23 are rejected under the judicially created doctrine of 
double patenting, as given in In re Schneller. Claim 23 is rejected under 35 U.S.C, § 1 12, second 
paragraph, as being indefinite. Claims 15 and 23 have been amended. Claims 24-29 are new. 
' The applicant respectfully traverses the rejections and requests reconsideration in view of the 
amendments and following remarks. 

I. INFORMATION DISCLOSURE STATEMENTS 

Applicant filed an Information Disclosure Statement on May 16, 2001, with the 
i application, and submitted copies of Information IHsclosure Statements dated March 1, 1999, 
and, September 11, 1998, which were submitted in the parent case. Applicam respectfully 
requests that the Examiner retum an initialed copy of the PTO-1449 forms to indicate that the 
references have been considered, copies of which are enclosed. 

n. § 101 STATUTORY SUBJECT MATTER 

The Examiner has rejected claims 1 5-20 and 22 as bdng non-statutoiy subject matter 
: under 35 U.S.C. § 101 . In particular, the Examiner asserted that the claimed invention lacked a 
: proper nexus to any technological art, and that the claims read on mental computations and 

manual plotting. 

With respect to the Examiner's first assertion, the applicant submits the technological art 
described in the specification relates to financial reporting, and the claims recite a practical 
application of the invention in the context of financial reporting. Specifically, claim 15 recites a 
computer-implemeaated method of populating a financial statement having columns and rows. 

• The method yields a concrete, tangible and usefiil result (see MPEP 21 06.4 JB.2.b.ii) and 

: therefore recites statutory subject matter, i.e. a computer-related process limited to a practical 

• apphcation in the technological aits. Claim 21 recites a computer program residing on a 
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computer-readable medium for causing a processor executing the computer program to generate 
a formula expression for a cell that is at an intersection of a row and a column in an electronic 
financial statement Claim 22 recites a compute program residing on a computer-readable 

' medium for causing a processor executing the computer program to populate an electronic 

^ financial statement having columns and rows. As with claim 1 5, both claims 2 1 and 22 recite 
computer programs that yield concrete, tangible and useful results that are a practical application 

: in the art of financial reporting and are therefore statutory subject tnatter. 

With respect to the Examiner^s second assertion, that the claims read on mental 
computations and manual plotting, the applicant has amended claim 15 to clarify that the method 

^ claimed is implemented by a computer. Claims 21 and 22 both recite computer programs 
residing on a computer-readable medium, and more particularly recite functional descriptive 

: material recorded on a computer-readable medium. Such material is statutory, since use of the 

; technology permits the function of the descriptive material to be realized (see MPEP 
2106.IV.BJ). The claims are ^'functional'' because they impart functionality when employed as a 

: computer component, namely, generating formula expressions for a cell in a jGnancial statement 
(Claim 21) and populating cells of a financial statement (Claim 22). As discussed above, such 
functionality does not lack practical application; the practical application of the functionality is 
in creating and editing financial statements. 

The applicant respectfuUy submits that claim 1 5, as amended, and claims 21 and 22 recite 
statutory subject matter, and are in condition for allowance. The applicant further submits that 
claims 16-19, which depend fixnn claim IS, are allowable for at least the same reason as claim 

i 15. 

HL DOUBLE PATENTING: SCHNELLER 

: The Examiner rejected claims 15-20 and 22-23 under the judicially created doctrine of 

double patenting over claims 1-40 of U.S. Patent No, 6,143,563. The applicant respectfully 
: points out that the applicant does not own U.S. Patent No. 6,143,563, but does own U.S. Patent 
, No. 6,134,563. The appUcantbeUeves the Examiner iriade a typographical error, and files 
. herewith a terminal disclaimer in relation to U.S. Patent No. 6,134,563. The applicant would also 
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like to draw to the Examiner's attention commonly owned U,S. Patent No. 6,292,8 11 . The 
terminal disclaimer enclosed relates to both the 6,134^63 and 6,292,81 1 patents. 

IV* § 112 DEFINTTENESS 

The Examiner has rejected claim 23 under 35 U.S.C. § 1 12, second paragraph, as being 
: indefinite for failing to particularly point out and distinctly claim the subject matter which the 

applicant regards as the invention. In response, claim 23 has been amended to address the 
\ Examiner's concerns and is now in condition for allowance, 

; V, NEWCXAIMS 

Claims 24-29 are new. No new matter has been added. Claims 24-28 depend ftom daim 

. 22, and are therefore allowable for at least the same reasons as claim 22, Claim 29 is a computer 
program claim including similar limitations to the computer-implemented method recited in 
claim 23. The applicant submits that claim 29 is allowable for at least the same reasons as claim 
23. 
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BEFORE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATES PATENT AND TRADEMARK OFFICE 



LIMITED RECOGNITION UNDER 37 CFR § 10.9(b) 



Brenda Leeds Binder is hereby given limited recognition under 37 CFR § 1 0.9(b) as an employee of 
the Fish & Richardson P,C. law firm to prepare and prosecute patent applications wherein the patent 
applicant is the client of the Fish & Richardson P,C. law firm, and the attorney or agent of record in 
the applications is a registered practitioner who is a member of the Fish & Richardson P.C. law firm. 
This limited recognition shall expire on the date appearing below, or when whichever of the 
following events first occurs prior to the date appearing below: (i) Brenda Leeds Binder ceases to 
lawfully reside in the United States, (ii) Brenda Leeds Binder's employment with the Fish & 
Richardson P.C. law firm ceases or is terminated, or (iii) Brenda Leeds Binder ceases to remain or 
reside in the United States on a Hl-B visa. 

This document constitutes proof of such recognition^ The original of this document is on file in the 
Office of EnroUinent and Discipline of the United States Patent and Trademark Office. 



Expires: August 6» 2003 




Harry oatz '^-^^ 
Director of Enrollment and Discipline 



Received from < 6508395071 > at 6/1 1/03 7:16:05 PM [Eastern Daylight Time] 



